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DETAILED ACTION 

1 . This office action is in response to communication filed on 09/24/2003. 

2. Claims 1-30 are presented for examination. 

Claim Rejections - 35 USC g 101 
35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, macliine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent therefor, 
subject to the conditions and requirements of this title. 

3. Claims 17-20 are rejected under 35 U.S.C. 101 , because the claimed invention is 
directed to non-statutory subject matter. 35 U.S.C 101 requires that in order to be 
patentable the invention must be a "new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof (emphasis added). 
The applicants claims mentioned above are intended to embrace or overlap two 
different statutory classes of invention as set forth in 35 U.S.C 101. The claims begin 
by discussing a system (ex. claim 17: server comprising a memory, transceiver, and a 
processor), but subsequently the claims then deal with the specifics of a method (the 
steps) executed by the processing means (see rejection of claims under 35 U.S.C 112, 
second paragraph below, for specific details regarding this issue). "A claim of this type 
is precluded by the express language of 35 U.S.C 101 which is drafted so as to set forth 
the statutory classes of invention in the alternative only". Ex parte Lvell (17 USPQ2d 
1548). 

4. Claims 21 and 22 are rejected under 35 U.S.C. 101, because the claimed 
invention is directed to non-statutory subject matter. 35 U.S.C 101 requires that in order 
to be patentable the invention must be a "new and useful process, machine, 
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manufacture, or composition of matter, or any new and useful improvement thereof 
(emphasis added). The applicants claims mentioned above are intended to embrace or 
overlap two different statutory classes of invention as set forth in 35 U.S.C 101 . The 
claims begin by discussing a system (ex. claim 21: a server), but subsequently the 
claims then deal with the specifics of a software application or program (interface 
application) (see rejection of claims under 35 U.S.C 112, second paragraph below, for 
specific details regarding this issue). "A claim of this type is precluded by the express 
language of 35 U.S.C 101 which is drafted so as to set forth the statutory classes of 
invention in the alternative only", Ex parte Lvell (17 USPQ2d 1548). 

5. Claims 23-29 are rejected under 35 U.S.C. 101 , because the claimed invention is 
directed to non-statutory subject matter. Data structures not claimed as embodied in 
computer readable media are descriptive material per se and are not statutory because 
they are neither physical "things" nor statutory processes. Such claimed data structures 
do not define any structural and functional interrelationships between the data structure 
and other claimed aspects of the invention, which permit the data structure's 
functionality to be realized. In fact, data structures as recited in claims 23-29 "a carrier- 
wave signal" are descriptive material per se and are not statutory, because this "signal" 
is neither a physical "thing" nor a statutory process, and it does not define any structural 
and functional interrelationships between the data structure and other claimed aspects 
of the invention, which permit the data structure's functionality to be realized. 

6. The second paragraph of 35 U.S.C. 1 12 is directed to requirements for the 
claims: 
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The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter, which the applicant regards as his invention. 
There are two separate requirements set forth in this paragraph: 

(A) the claims must set forth the subject matter that applicants regard as their 
invention; and 

(B) the claims must particularly point out and distinctly define the metes and 
bounds of the subject matter that will be protected by the patent grant. 

Claim 1 is rejected under 35 U.S.C. 112, second paragraph, since the recitations, 

enabling a budget to be provided, enabling a selection, enabling a placement, and 

enabling a display all render the claim indefinite, because It Is unclear what the 

Applicant means by this statement. Specifically, it is unclear if the steps following the 

words are actually taken by the Applicant. It is interpreted to mean that this is a method 

of providing a budget, placing a bid, automatic placement, and display of content. 

Furthermore, the recitation "enabling a selection of at least one method," is also 

indefinite, because it is unclear how a method for placing predetermined content 

comprises enabling a selection of at least one method. It is interpreted to mean that 

there are different ways of placing bids for a keyword, and one of these ways is 

selected. Additionally, the limitation of providing a budget for placing a bid on a 

keyboard has nothing to with the rest of the claim, since the rest of the claim deals with 

the placing a bid on a keyword, so the limitation of "enabling at least a budget to be 

provided for" is not given any patentable weight. Additionally, the recitation for 

displaying predetermined content that is associated with at least one bid for the keyword 

is unclear, since from the recitation it can't be determined if the display of the 

predetermined content is associated with a bid or with a keyword. It is interpreted to 

mean that the display of the predetermined content is detemnined based on the bid 
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amount. Furthermore, the limitation that the display of the predetermined content is 
associated with at least one bid for the keyword and whose value is employed to 
acquire placement of predetermined content is unclear, since it can't be determined 
what does value is employed to acquire placement have to do with keyword. This 
limitation is interpreted to mean that the display of the predetemiined content is based 
on the bid amount. Appropriate correction is required. 

7. Claims 4,15, and 20 are rejected under 35 U.S.C. 112, second paragraph, since 
it is unclear what the Applicant means by selecting how to place a bid by one of the 
methods including minimum cost for maximurn acquisitions, shortest time for maximum 
acquisitions, time interval budget, and custom. It is interpreted to mean that maximum 
acquisitions would mean that the advertiser would obtain the rank of number one for his 
keyword, and the amount of the bid is the amount of the bid that the advertiser has to 
bid to achieve the rank of number one. 

8. Claims 6 and 10 are rejected under 35 U.S.C. 112, second paragraph, since from 
independent claim 1, the limitation of providing a budget for placing a bid on a keyboard 
has nothing to with the rest of the claim, since the rest of the claim deals with the 
placing a bid on a keyword, so the limitation of "enabling at least a budget to be 
provided for" is not given any patentable weight. Claim 1 is interpreted to mean that a 
bid is placed for a keyword, and therefore, claim 6 in its entirety and the section of claim 
10 pertaining to budget are not given any weight, since there Is no budget in claim 1 on 
which these two claims depend. 

9. Claim 9 is rejected under 35 U.S.C. 1 12, second paragraph, since it is unclear 
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what the Applicant means by the limitation that a time interval comprises a time zone. It 
is interpreted to mean that the selection of bid for a keyword varies with time, since the 
amount of the bid needed to stay ranked as number one can vary based on other 
competing bids that are received over time. 

10. Claim 13 is rejected under 35 U.S.C. 112, second paragraph, since the 
recitations, providing a keyword, advertising text, and a total number of clicks to be bid 
on for each keyword over time, wherein each bid for each keyword is employed by the 
sponsored search to rank placement of advertising text at a position on a displayed list 
that is generated by the sponsored search in response to a request for at least one 
provided keyword renders the claim indefinite. Specifically, the claim first starts out by 
addressing a keyword and then moves on to recite each bid for each keyword, and it is 
unclear if there is just one keyword or multiple keywords addressed in the claim. 
Additionally, it is unclear what the Applicant means by total number of clicks to bid on 
for each keyword over a period of time, since you can either select to bid by a total 
number of clicks or by an amount of time. It is interpreted that the Applicant meant 
either total number or clicks or by an amount of time. Furthermore, it is unclear as 
stated if you are bidding on each keyword or if you are bidding per click or if the two are 
the same thing. This section of the claim is interpreted to mean that you provide a 
keyword, text, total number of clicks to bid on, and the amount of bid to become number 
one for that keyword. Appropriate correction is required. Additionally, the limitation of 
providing a budget for automatically generating a bid for each provided keyword over a 
time period wherein the bid depends on the budget and the total number of clicks to be 
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bid on for the keyword is indefinite, since it is unclear what the Applicant means by this 
limitation. Specifically, bid depends on the budget and the total number of clicks to be 
bid is incomprehensible. It is interpreted to mean that a bid is determined for securing 
the number one position for each keyword, and the bid amount varies with time due the 
receipt of other competing bids for the placement of that keyword. Furthermore, the 
limitation of employing the selected method to automatically generate a bid for 
placement of the provided advertising text on the displayed list is unclear, sinde it can't 
be determined what the Applicant means by the displayed list. It is interpreted to mean 
that that a bid is determined for securing the number one position for each keyword. 

1 1 . Claim 16 is rejected under 35 U.S.C. 112, second paragraph, since the limitation 
of one provided keyword further comprising at least one generated keyword that is 
related to the one provided keyword renders the claim indefinite. It is unclear what the 
Applicant means by a provided keyword comprising a generated keyword that related to 
the provided keyword. It is interpreted to mean that a keyword can be provided or a 
new keyword can be generated that is related to the first provided keyword. 

12. Claim 17 is rejected under 35 U.S.C. 112. second paragraph, since the 
recitations, " a server... comprising... a transceiver... including receiving advertiser data; 
and a processor... including: receiving at least a budget... receiving a 

selection... determining an automatic placement... and enabling a display " render the 
claim indefinite for failing to point out and distinctly claim the subject matter which the 
Applicant regards as the invention. The claims are not sufficiently precise due to the 
combining of two separate statutory classes of invention in a single claim. The claims 
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begin by discussing a system (ex. claim 17: server comprising a memory, transceiver, 
and a processor), but subsequently the claims then deal with the specifics of a method 
(the steps) executed by the processing means. Furthermore, in general, enabling a 
display is indefinite as well, since it is unclear if there is or is not a display. It is 
interpreted to mean that the Applicant is claiming a system in this claim, and hence the 
method steps in quotes above are not given any weight and are treated as the intended 
use of the system. Appropriate correction is required. 

13. Claims 18 and 19 are rejected under 35 U.S.C. 1 12, second paragraph, since the 
recitation of a server wherein advertiser data further comprises multiple versions... 
render the claim indefinite for failing to point out and distinctly claim the subject matter 
which the Applicant regards as the invention. The claims are not sufficiently precise 
due to the combining of two separate statutory classes of invention in a single claim. 
The claims begin by discussing a system (server), but subsequently the claims then 
deal with the specifics of a method (the method of presenting advertising data) executed 
by the processing means. It is interpreted to mean that the Applicant is claiming a 
system in this claim, and not a method of presenting advertising data. These claims are 
not given any weight. Appropriate correction is required. 

14. Claim 20 is rejected under 35 U.S.C. 112, second paragraph, since the recitation 
of a server wherein the selected method includes minimum cost... render the claim 
indefinite for failing to point out and distinctly claim the subject matter which the 
Applicant regards as the invention. The claims are not sufficiently precise due to the 
combining of two separate statutory classes of invention in a single claim. The claims 
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begin by discussing a system (server), but subsequently the claims then deal with the 
specifics of a method (the method of minimum cost of acquisitions). It is interpreted to 
mean that the Applicant is claiming a system in this claim, and not a method of 
minimum cost of acquisitions. These claims are not given any weight. Appropriate 
correction is required. 

15. Claims 21 and 22 are rejected under 35 U.S.C. 112, second paragraph, since the 
recitation of a server comprising an interface application that comprises a graphical 
interface, render the claim indefinite for failing to point out and distinctly claim the 
subject matter which the Applicant regards as the invention. The claims are not 
sufficiently precise due to the combining of two separate statutory classes of invention 
in a single claim. The claims begin by discussing a system (server), but subsequently 
the claims then deal with the specifics of a software application or program (interface 
application). It is interpreted to mean that the Applicant is claiming a system in this 
claim, and not a method of minimum cost of acquisitions. These claims are not given 
any weight. Appropriate correction is required. 

16. Claims 24 and 25 are rejected under 35 U.S.C. 112, second paragraph, since a 
carrier-wave signal wherein acquiring further comprises ranking, and the limitation of 
placing a bid is indefinite, since carrier-wave signal is not a method and acquiring, 
ranking, and placing a bid are method steps. These claims are not given any weight. 
Appropriate correction is required. 

17. Claims 26-29 are rejected under 35 U.S.C. 1 12, second paragraph, since a 
carrier-wave signal wherein a method comprises something else, a keyword comprises 
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something else, or providing a profile is indefinite, since a carrier-wave signal is not a 
method. These claims are not given any weight. Appropriate correction is required. 

Claim Rejections - 35 USC S 102 

The following is a quotation of the appropriate paragraphs of 35 

U.S.C. 102 that form the basis for the rejections under this section made in this Office 
action: 

A person shall be entitled to a patent unless -(b) the invention was patented or described in a 
printed publication in this or a foreign country or in public use or on sale in this country, more than 
one year prior to the date of application for patent in the United States. 

18. Claims 17-22 are rejected under 102(b) as being anticipated by Davis et al. 
(Patent Number 6,269,361 hereinafter Davis). 

In reference to claims 17-19, Davis teaches a server for placing advertiser data in 
a result from a sponsored search, comprising: a memory, a transceiver, and a 
processor (note, the rest of the claimed limitations are not given any weight, since they 
are referring to intended use; also note that claims 18 and 19 are not given any weight, 
since they pertain to a server claim and therefore details of what type of data is stored 
on the server are not components of the underlying server claim) (col. 7 lines 16 to col. 
9 lines 41 and Figure 1). 

19. Claim 20 is not given any patentable weight, since it depends on the underlying 
server claim, and it is addressing a method not a system. 

20. Claims 21 and 22 are not given any patentable weight, since they depend on the 
underlying server claim, and these claims are addressing a program (i.e. interface) and 
not a system. 
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Claim Rejections - 35 USC g 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole would have been obvious 
at the time the invention was made to a person having ordinary skill in the art to which said 
subject matter pertains. Patentability shall not be negatived by the manner in which the invention 
was made. 

21. Claims 1-9, 14-16, 23-28, and 30 are rejected under U.S.C. 103(a) as being 
unpatentable over Davis in view of Breen, Jr. et a! (Patent Number 6,598,027 
hereinafter Breen). 

In reference to claims 1 , 23, and 30, Davis teaches a method, apparatus, and 
program (i.e. carrier wave signal is interpreted to mean a program) for selecting at least 
one method for placing at least one bid for the keyword in the result from the sponsored 
search (abstract, col. 5 lines 20-34, col. 18 lines 37-65, col. 19 lines 31-58, and Figure 
9); and displaying predetermined content that is associated with at least one bid for the 
keyword and whose value is employed to acquire placement of the predetermined 
content in the result from the sponsored search (col. 10 lines 7-35, col. 17 lines 53 to 
col. 18 lines 3, and Figure 7). 

Davis also teaches notifying the advertiser that he has been outbid (col. 14 lines 
8-17) and placing of a new bid by the advertiser to achieve the rank of number one for a 
keyword (col. 19 lines 8-58 and Figure 9). Davis does not teach automatic placement of 
at least one bid. Breen teaches automatic placement of at least one bid (col. 21 lines 
29 to col. 22 lines 28 and Figures 16A and 168). It would have been obvious to a 
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person of ordinary skill in the art at the tinne of the applicant's invention to modify Davis 
to include automatic placements of bids to enable the advertisers to maintain a desired 
rank for their keywords without having to log into their accounts each time to modify 
their bids. 

22. In reference to claims 2 and 24, Davis teaches the method and program wherein 
acquiring of the placement of the predetermined content further comprises ranking of 
the predetermined content based in part on the value of each bid (col. 13 lines 10-25, 
col. 19 lines 8-58, and Figure 9). 

23. In reference to claims 3, 14, and 25, Davis teaches the method and program 
wherein placing at least one bid further comprises at least one of placing a bid to 
acquire the placement of predetermined content in at least one of a lower position in the 
result of the sponsored search (i.e. advertiser can select the desired position), and 
placing a bid to acquire the placement of predetennined content in at least one of a first 
three positions in the result of the sponsored search (i.e. in position number one) (col. 

1 9 lines 8-58 and Figure 9). 

24. In reference to claims 4, 5, 15, 26, and 27, Davis teaches the method and 
program wherein the selected method includes at least one of minimum cost for 
maximum acquisitions (i.e. minimum cost to be ranked number one) (col. 19 lines 8-58 
and Figure 9), shortest time for maximum acquisitions, time interval budget, and 
custom. (Note: claims 5 and 27 were not considered, since the first option of minimum 
cost for maximum acquisitions was selected in claim 4). 

25. Claim 6 is not given any patentable weight, since it depends on claim 1 , which is 
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interpreted to mean that a bid is placed for a keyword, and therefore, since there is no 
budget In claim 1 on which this claim depends. 

26. In reference to claims 7, 16, and 28, Davis teaches the method and program 
wherein the keyword further comprises at least one of a provided keyword (I.e. 
advertiser provides the keyword) (col. 5 lines 18-34), and a generated keyword that is 
related to the provided keyword (i.e. system generates synonyms for the advertiser 
provided keyword) (col. 20 lines 46-65). 

27. In reference to claims 8 and 9, Davis teaches the method further comprising 
providing information that Is employed by the selected method to place at least one bid, 
wherein the provided information further includes at least one of a total number of 
acquisitions for a time interval, time interval, position in ranked list of sponsored search 
result (col. 19 lines 8-58 and Figure 9), fixed number of acquisitions for a time interval, 
start time, stop time, clicks per time interval, sub- budget for a time interval, and relevant 
keywords. (Note: claim 9 was not considered, since the first option of position in ranked 
list of sponsored search result was selected in claim 8). 

28. Claims 10 and 29 are rejected under U.S.C. 103(a) as being unpatentable over 
Davis in view of Breen and further in view of McGregor (Publication Number US 
2002/0026360 A1 hereinafter McGregor). 

In reference to claims 10 and 29, Davis does not teach the method and program 
further comprising providing a profile that is employed to provide at least one of the 
keyword, the budget, and selection of the method for bidding on the keyword. 

McGregor teaches the method and program further comprising providing a profile 
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that is employed to provide at least one of the keyword (I.e. profile comprises of and 
yields keywords) (page 6 paragraphs 59-61). It would have been obvious to a person of 
ordinary skill in the art at the time of the applicant's Invention to modify Davis to Include 
providing a profile that is employed to provide at least one of the keyword to provide an 
additional method of generating keywords for advertisers who may not want to specify 
keywords on their own. 

29. Claims 1 1-13 are rejected under U.S.C. 103(a) as being unpatentable over Davis 
in view of Breen and further in view of Mason et al. (Patent Number 6,401,075 
hereinafter Mason). 

In reference to claims 1 1 and 12, Davis teaches the method further comprising: 
determining multiple versions of predetermined content that corresponds to the keyword 
(col. 17 lines 53 to col. 18 lines 36 and Figure 7); alternating between each version of 
predetermined content placed In the result for the sponsored search (i.e. higher ranked 
listings are displayed first and the ranks can change in real time based on a bid amount) 
(col. 17 lines 53 to col. 18 lines 36 and Figure 7); determining a number of clicks 
associated with each of the multiple versions of predetermined content (I.e. recording 
click throughs) (col. 17 lines 63 to col. 18 lines 3). 

Davis does not specifically teach selecting a version of predetermined content 
that is associated with a maximum number of clicks, wherein the selected version of 
predetermined content Is employed for a subsequent result In the sponsored search and 
is based on a weighting factor. Mason teaches selecting a version of predetermined 
content that is associated with a maximum number of clicks, wherein the selected 
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version of predetermined content is employed for a subsequent result in the sponsored 
search and is based on a weighting factor (col. 6 lines 36-65). It would have been 
obvious to a person of ordinary skill in the art at the time of the applicant's invention to 
modify Davis to include selecting a version of predetermined content that is associated 
with a maximum number of clicks, wherein the selected version of predetermined 
content is employed for a subsequent result and is based on a weighting factor in the 
sponsored search to ensure that users are provided with the most relevant results that 
may or may not be the highest paid results. 

30. In reference to claim 13, Davis teaches a method for managing an advertising 
campaign for a sponsored search comprising: providing at least one keyword (col. 12 
lines 49-55) and advertising text (col. 19 lines 59 to col. 20 lines 5) wherein each bid for 
each keyword is employed by the sponsored search to rank placement of advertising 
text at a position on a displayed list that is generated by the sponsored search in 
response to a request for at least one provided keyword (col. 17 lines 53 to col. 18 lines 
36 and Figure 7); and generating a bid for each keyword to achieve the rank of number 
one (col. 19 lines 8-58 and Figure 9). 

Davis does not teach providing a total number of clicks to be bid on for each 
keyword or by a period of time; automatically generating a bid for each keyword; and 
selecting a method for placing each bid for each provided keyword over the period of 
time. Mason teaches providing a total number of clicks to be bid on for each keyword 
(col. 5 lines 13-15) or by a period of time (col. 5 lines 6-12); and selecting a method for 
placing each bid for each provided keyword over the period of time (col. 5 lines 6-12). It 
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would have been obvious to a person of ordinary skill in the art at the time of the 
applicant's invention to modify Davis to include providing a total number or clicks to be 
bid on for each keyword or by a period of time and selecting a method for placing each 
bid for each provided keyword over the period of time to maintain a desired rank for 
their keywords without having to log into their accounts each time to modify their bids. 

Davis also does not teach automatic generation and placement of each bid. 
Breen teaches automatic generation and placement of at least one bid (col. 21 lines 29 
to col. 22 lines 28 and Figures 16A and 16B). It would have been obvious to a person 
of ordinary skill in the art at the time of the applicant's invention to modify Davis to 
include automatic generation and placements of bids to enable the advertisers to 
maintain a desired rank for their keywords without having to log into their accounts each 
time to modify their bids. 
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